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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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Application Papers 
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Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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Art Unit: 3735 

DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re LongU 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thohngton, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

2. Claims 1-81 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-8 of copending Application No. 

1 1/134,630. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because the claims in the instant application are broader than those of the 
copending c 630 application; therefore, any apparatus meeting the limitations of the copending 
'630 application would necessarily meet those of the instant application. 

This is a provisional obviousness-type double patenting rejection because the conflicting 



claims have not in fact been patented. 
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Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

4. Claims 14, 15, 37-51 and 63-64 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

The "prescription generating module" in claim 14, the "optimizer module" in claim 37, 
the "module that determines an optical shape" in claim 51, and the "module that scales" in claim 
63 are non-statutory matter since claims to software or a program that does not recite a tangible 
computer readable medium have been determined to be insufficient to be considered a machine, 
manufacture, or a process. See MPEP §2106 IV B 1(a). 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1-72 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
No. 5,724,258 to Roffman ("Roffman"). 

7. Roffman discloses an analysis method for designing multifocal contact lenses, the 
preferred design being optimized for the treatment of presbyopia. In the analysis model, the lens 
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is divided into different concentric regions. The central region has distance optical corrective 
power, the intermediate region has both near and distance optical corrective power and the outer 
region has distance optical corrective power (col. 1, line 60 - col. 2, line 36), thus the effective 
correction provided by the prescription is dependent upon pupil size. Roffman discloses pupil 
function as one optical design parameter in that the size of the pupil dictates the amount of add 
power that is used in the corresponding corrective power regions (col. 8, lines 4-43). As such, 
though Roffman may not expressly disclose measurement of a pupil dimension and desired 
power at a certain viewing distance, Roffman does disclose the determination of the lens design 
based on measured patient parameters such as required power at a certain distance and at a 
certain pupillary function. Since pupil diameter measurements are necessary for determinations 
of pupillary function, one of ordinary skill in the art, based on the disclosure of Roffman, would 
have found it obvious to relate pupillary diameter measurements to distance and required power 
measurements, especially given that the corrective power of the lenses disclosed by Roffman are 
expressly dependent upon the pupil size of the eye, such progressive power lenses further being 
known in the art. 

8. Roffman discloses accounting for age as a patient parameter in the lens design method, as 
patient age has relevance to pupillary and accommodative function (col. 3, line 45 - col. 4, line 
7). 

9. Roffman discloses a neural network model for optimizing the design of the corrective 
prescription based on the disclosed patient parameters (col 5, line 63 - col. 7 line 45). In the 
broadest reasonable interpretation, this neural network reads on the broadly claimed "goal 
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function" of the instant invention in that Roffman discloses inputting patient parameters and 
generating an optimized prescription output that mitigates presbyopia. See also claim 1 . 

10. Claims 73-81 are rejected under 35 U.S.C. 103(a) as being unpatentable over Roffman in 
view of U.S. Patent No. 6,808,266 to Youssefi ("Youssefi"). 

1 1 . Roffman is silent with respect to polynomial wavefront representation being used to 
determine effective powers based on certain pupil diameters. However, Zernike polynomial 
characterization of wavefront aberration was known at the time of the invention. Youssefi 
teaches determining the manifest refraction at a range of pupil sizes based on the Zernike model 
of the wavefront (col. 3, line 15 - col. 4, line 2). One of ordinary skill in the art would have 
found it obvious to modify Roffman to calculate the manifest refraction corresponding to various 
pupil sizes based on a Zernike model of the wavefront, as taught by Youssefi, in order to 
characterize the manifest refraction in more precise model provided by Zernike analysis. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John R. Sanders whose telephone number is (571) 272-4742. 
The examiner can normally be reached on M-F 10:00 am to 6:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Charles Marmor, II can be reached on (571) 272-4730. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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